United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
I nilid Stall-, Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



(W/22/2000 



Lakshmi Prasad Dasi 



6980 7590 06/12/2009 

TROUTMAN SANDERS LLP 
BANK OF AMERICA PLAZA 
600 PEACHTREE STREET, N.E. 
SUITE 5200 

ATLANTA, GA 30308-2216 



DEAK, LESLIE R 



PAPER NUMBER 



DELIVERY MODE 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



l/ffflrC? nVrliUli Otfff Iff ids y 


Application No. 

10/593,855 


Applicant(s) 

DASI ET AL. 


Examiner 

LESLIE R. DEAK 


Art Unit 

3761 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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DETAILED ACTION 

Claim Interpretation - 35 USC §112 

1 . Applicant recites a "merging means for merging" in claim 8. The language 
appears to be an attempt to invoke 35 USC 112, 6 th paragraph interpretation of the 
claims. A claim limitation will be interpreted to invoke 35 U.S.C. 112, sixth paragraph, if 
it meets the following 3-prong analysis: 

(A) the claim limitations must use the phrase "means for " or "step for; " 

(B) the "means for " or "step for " must be modified by functional language; 
and 

(C) the phrase "means for " or "step for " must not be modified by sufficient 
structure, material or acts for achieving the specified function. 

In the instant case, applicant appears to have met the limitations set forth in MPEP § 
2181 , and examiner has turned to the specification for clarification. 

In the specification, applicant fails to define the "means for merging." Since 
Applicant has failed to define the "means for merging," the claim does not enjoy the 
benefit of any special definition. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. 35 U.S.C. 101 reads as follows: 
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Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claim 22 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

5. Claim 22 provides for the use of the device of claim 21 , but, since the claim does 
not set forth any steps involved in the method/process, it is unclear what 
method/process applicant is intending to encompass. A claim is indefinite where it 
merely recites a use without any active, positive steps delimiting how this use is actually 
practiced. 

Claim 22 is rejected under 35 U.S.C. 101 because the claimed recitation of a 
use, without setting forth any steps involved in the process, results in an improper 
definition of a process, i.e., results in a claim which is not a proper process claim under 
35 U.S.C. 101 . See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and 
Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 



Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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7. Claiml-3, 8-11, and 21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US 6,234,203 to Backlund. 

In the specification and figures, Backlund discloses the method substantially as 
claimed by Applicant. With regard to claims 1-3, Backlund discloses the step of 
providing a flow merging device (see FIG 1), splitting flow from inlet A into outlets B&D, 
splitting flow from inlet C to outlets B&D, allowing the outlet flows to merge together, 
wherein the branches are substantially parallel (see FIG 1, column 4, lines 40-46). 
Backlund fails to disclose that the method results in a reduction in flow disturbance. 
However, since Backlund discloses the same steps claimed by Applicant, it flows 
naturally that the method disclosed by Backlund limits flow disturbance as claimed by 
Applicant. 

With regard to claims 8-1 1 and 21 , Backlund discloses the claimed device, with 
flow lines that comprise inlets A, C, outlets, B, D, and branches that may split flow. With 
regard to the claimed timing of flow merging flow rates, contents of the apparatus, and 
outlet location, Applicant is setting forth the intended use of the claimed apparatus. It 
has been held that a recitation with respect to the manner in which a claimed apparatus 
is intended to be employed does not differentiate the claimed apparatus from a prior art 
apparatus satisfying the claimed structural limitations. See MPEP § 21 14. It is the 
position of the Examiner that the Backlund device is capable of functioning in the 
manner claimed by Applicant, thereby meeting the limitations of the claims. 
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8. Claim12 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
6,234,203 to Backlund in view of US 2005/0221072 to Dubrow et al. 

In the specification and figures, Backlund discloses the method substantially as 
claimed by Applicant with the exception of the material the device is made from. It is 
well-known in the art of medical implants to form the implanted device of an engineered 
tissue in order to enhance biocompatibility, as taught by Dubrow. It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to use 
engineered tissue as disclosed by Dubrow in the apparatus suggested by the prior art, 
since it has been held to be within the general skill of a worker in the art to select a 
known material on the basis of its suitability for the intended use as a matter of obvious 
design choice. See MPEP § 2144.07. 



Allowable Subject Matter 

9. Claims 4-7 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

10. Claiml 3-20 are allowed. 

1 1 . The following is a statement of reasons for the indication of allowable subject 
matter: The prior art fails to disclose or suggest the method of providing a flow merging 
device, splitting IVC and SVC flow into two branches, and rejoining the blood flow, along 
with the other steps of the claimed method. 
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Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 

a. US 5,383,491 

i. Tandem flow diverting system 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LESLIE R. DEAK whose telephone number is (571)272- 
4943. The examiner can normally be reached on Monday - Friday, 8:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tanya Zalukaeva can be reached on 571-272-1 115. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Leslie R. Deak/ 

Primary Examiner, Art Unit 3761 

10 June 2009 



